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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

In the Matter of Application Serial No. 77/152653 

 

 

ENRICH SOFTWARE CORP.   ) Opposition 91182296 

) 

Opposer,   ) Mark: ENRICH   

  ) 

v.        ) 

       ) 

UCOMPASS.COM, INC.    )  

) 

Applicant.   ) 

 

 

OPPOSER'S MOTION TO COMPEL DISCOVERY 

 Pursuant to Rule 2.120(e) of the Trademark Rules of Practice and Rule 37(a) of the 

Federal Rules of Civil Procedure, Opposer Enrich Software Corporation (“Enrich”) moves the 

Trademark Trial and Appeal Board for an Order compelling Applicant, Ucompass.com, Inc. 

(“Ucompass’)  to produce documents in response to Enrich’s First Set of Requests for Production 

of Documents, and awarding the attorney’s fees necessitated by the filing of this Motion.  

 A Memorandum in Support of this Motion is attached. 
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Respectfully submitted, 

 

 

 

/s/ Thomas A. Knoth   

Thomas A. Knoth  

Theodore D. Lienesch  

Terry W. Posey, Jr.  

THOMPSON HINE LLP 

2000 Courthouse Plaza N.E. 

P.O. Box 8801 

Dayton, OH  45401-8801 

Telephone:  (937) 443-6777 

Facsimile:   (937) 443-6830 

E-mail:   Tom.Knoth@Thompsonhine.com 

  Ted.Lienesch@Thompsonhine.com 

          Terry.Posey@Thompsonhine.com 

 

Attorneys for Opposer 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

In the Matter of Application Serial No. 77/152653 

 

 

ENRICH SOFTWARE CORP.   ) Opposition 91182296 

) 

Opposer,   ) Mark: ENRICH   

 ) 

v.        ) 

       ) 

UCOMPASS.COM, INC.    )  

) 

Applicant.   ) 

 

 

OPPOSER'S MEMORANDUM IN SUPPORT OF TO ITS MOTION TO COMPEL 

DISCOVERY 

I.  FACTS 

 

 On September 5, 2008, Opposer, Enrich Software Corporation (“Enrich”), served 

Applicant Ucompass.com, Inc. (“Ucompass”) with its First Set of Requests for Production of 

Documents (“Requests”).  See Exhibit A. 

 On Thursday, October 6, 2008, Ucompass requested an additional thirty days to respond 

to the Requests.  Enrich consented, and the Requests were due on November 5, 2008. 

 On November 5, 2008, Ucompass served its responses to the Requests.  See Exhibit B.  

Of the 24 requests, there was only an unqualified refusal to produce documents as to one request. 

 On November 13, 2008, counsel for Enrich requested via email that Ucompass reconsider 

its objections and produce all of the requested documents.  See Exhibit C.  The email requested 

that Ucompass inform Enrich of the volume of documents, so that Enrich may decide whether to 

request Ucompass to copy the documents at Enrich’s expense. 
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 Ucompass did not respond to that email, and on December 17, 2008, Enrich renewed its 

request that Enrich drop the objections to production, and to inform Enrich of the volume of 

documents.  See Exhibit D. 

 On the same day, Ucompass provided the attached twelve pages of documents (all from 

Internet websites) as the “responsive documents” and indicated that more documents may be 

confidential and would be produced after the entry of a protective order.
1
  See Exhibits E and F. 

 On December 19, 2008, counsel for Enrich electronically forwarded a letter to counsel 

for Ucompass detailing the insufficiency of the documents produced in Response to the 

Requests.  See Exhibit G.  In particular, the following deficiencies were highlighted: 

̇ There were no documents produced in response to Requests 4-20, or 24 

̇ The documents themselves referenced other documents that were not produced 

̇ No internal documents such as memoranda or correspondence were produced 

The letter requested that Ucompass verify whether there were any additional responsive 

documents, and indicated that Enrich will be forced to file a motion to compel if additional 

documents were not produced. 

 By letter dated December 22, 2008, counsel for Ucompass responded.  See Exhibit H.  In 

the letter, Ucompass represented that it was attempting to determine if additional responsive 

documents exist. 

 On December 24, 2008, counsel for Enrich again requested a confirmation of whether 

Ucompass would be producing additional documents and again indicated that Enrich would need 

to file a motion to compel.  See Exhibit I.  No response has been received. 

                                                 
1 Pursuant to 37 CFR § 2.116(g), the Trademark Trial and Appeal Board’s standard protective order would be 

applicable to Ucompass’ “confidential” documents, so Ucompass should have produced these documents subject to 

the standard protective order. 
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 Based on the preceding, counsel for Enrich believes that Enrich has made a good faith 

effort by correspondence to resolve the issues with Ucompass, but the parties were unable to 

resolve their differences.  See Exhibit J (statement as required by 37 CFR § 2.120). 

II. ARGUMENT 

 Under Rule 2.120(e) of the Trademark Rules of Practice and Fed. R. Civ. P. 37(a), when 

a party fails to serve a response to requests for interrogatories and documents after proper service 

and a certification that the movant has in good faith conferred with the party not making the 

disclosure in an effort to secure the disclosure, the Board may enter an order compelling the 

recalcitrant party to do so.  In addition, the Board “shall require” the recalcitrant party to pay the 

attorney fees necessitated in forcing the issue.  Id.   

 Since Ucompass served its responses to the Requests, Enrich has requested on multiple 

occasions that Ucompass provide information about the responsive documents.  Ucompass 

eventually only produced twelve publicly available pages.  Enrich again sought additional 

responsive information, and Ucompass has failed to respond.  

 Enrich has attempted to resolve the discovery dispute informally, but has received 

minimal response from Ucompass.  See Exhibit J.  Additionally, adequate time has now passed 

without production of the documents, and Applicant has given no indication when or if the 

remaining responsive documents will ever be produced.   

 Given that discovery is now set to close on January 11, 2008, Enrich is and will continue 

to be prejudiced by the failure of Ucompass to produce the requested discovery.  In these 

circumstances, the Board should enter an Order compelling production of the documents 

requested in Opposer’s First Set of Requests for Production of Documents, and requiring the 

payment of attorney’s fees incurred in connection with this Motion. 
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III. CONCLUSION 

 

 For these reasons, Opposer requests the Board to enter an Order compelling Applicant to 

produce documents in response to Opposer’s First Set of Requests for Production of Documents, 

and awarding the attorney fees necessitated by the filing of this Motion. 

Respectfully submitted, 

 

 

 

/s/ Thomas A. Knoth   

Thomas A. Knoth  

Theodore D. Lienesch  

Terry W. Posey, Jr. 

THOMPSON HINE LLP 

2000 Courthouse Plaza N.E. 

P.O. Box 8801 

Dayton, OH  45401-8801 

Telephone:  (937) 443-6777 

Facsimile:   (937) 443-6830 

E-mail:   Tom.Knoth@Thompsonhine.com 

  Ted.Lienesch@Thompsonhine.com 

  Terry.Posey@Thompsonhine.com 

          

   Attorneys for Opposer
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CERTIFICATE OF SERVICE 

 

 I hereby certify that a copy of the foregoing Enrich Software Corp.’s Motion to Compel 

Discovery has been served upon the following via electronic mail this 31st day of December, 

2008: 

 William H. Hollimon, Esq. 

 bhollimon@penningtonlaw.com 

 PENNINGTON WILKINSON BELL & DUNBAR, P.A. 

 215 South Monroe Street 

 2
nd

 Floor 

 Tallahassee, FL  32301 

 

 Attorneys for Applicant 

 Ucompass.com, Inc. 

 

 

 

/s/ Thomas A. Knoth   

Thomas A. Knoth 
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